THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WOLFGANG RI TTER

Appeal No. 96-2432
Application No. 08/066, 087!

ON BRI EF

Before KIM.IN, JOHN D. SM TH and KRATZ, Adninistrative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 21-

26 and 28-45. Cdains 46-78, the other clains remaining in the

! Application for patent filed May 26, 1993. According
to appellant, this application is a National stage application
under 35 U. S.C. 8 371 of PCT/EP91/02169, filed Novenber 18,
1991.
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present application, stand w thdrawn from consi derati on.
Caim2l is illustrative:
21. A conposition of matter useful as a high-strength
mat eri al which is degradabl e and resorbable in the human
and ani mal organi sns conprising cured (neth)acrylic acid
esters of polyfunctionally hydroxyl-term nated oligoners
of | ower hydroxycarboxylic acids, wherein said
(meth)acrylic acid esters of polyfunctionally hydroxyl -
term nated oligomers of |ower hydroxycarboxylic acids
have been prepared under solvent-free conditions in the
steps of the production of the oligoner(s), the
conversion thereof to the poly-functional (neth)acrylic
acid esters and the curing-shaping thereof, and three-
di mensionally cross-linked by boron-free, free radical -
initiated polynerization and exhibit a tensile strength
of at |east 10N mmt.
In the rejection of the appeal ed clains, the exani ner
relies upon the follow ng reference:
Ritter 4,731, 425 Mar. 15, 1988
Appellant's clainmed invention is directed to cured
(meth)acrylic acid esters of polyfunctionally hydroxyl -
term nated oligoners of |ower hydroxycarboxylic acids that
have been prepared under solvent-free conditions. The cured
esters exhibit a tensile strength of at |east 10N mt. The
cured esters of the present invention find utility as high-
strength materials that are degradabl e and resorbable in human

and ani mal organi sns such that they can be used as pins for

the fixation of bone fragnents.
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Appeal ed clainms 21-26 and 28-45 stand rejected under
35 U.S.C. 8 102(b) or, in the alternative, under 35 U S.C
8 103 as being unpatentable over Ritter.

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the examner's
rejection.

Ritter discloses the preparation of cured (neth)acrylic
acid esters of polyfunctionally hydroxyl-term nated ol i gonmers
of | ower hydroxycarboxylic acids. However, R tter does not
teach that the esters are prepared under solvent-free
conditions, as required by the appeal ed clains, and the
reference is silent with respect to the tensile strength of
the cured esters. According to the examner, since Ritter
di scl oses the preparation of esters by reacting the sane
conponents recited in the appealed clains, "the burden shifts
to appellant to show that the clained product is novel and
unobvi ous" (page 4 of Answer).

It is well settled that when a clai ned product reasonably
appears to be substantially the sane as a product disclosed by
the prior art, the burden is on the applicant to prove that

the product of the prior art does not necessarily or
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i nherently possess characteristics attributed to the clained

product. 1n re Spada, 911 F.2d 705, 708, 15 USPQRd 1655, 1658

(Fed. Cir. 1990); In re Best, 562 F.2d 1252, 1255, 195 USPQ

430, 433 (CCPA 1977). In such situations it is the exam ner's
initial burden to denonstrate such a close correspondence

bet ween the products of the applicant and the prior art that
it can be reasonably concluded that both products are
essentially the sane in properties. As an exanple, the

exam ner may denonstrate that both the clained and prior art
products are produced by essentially the same process.

In the present case, we find that the exam ner has failed
to make the case that the cured coatings of Ritter's EXAVPLE
21 inherently exhibit the clained tensile strength. As
appreci ated by the exam ner, although the ester of EXAMPLE 21
is "in pure form" the ester was not prepared under solvent-
free conditions, as required by the appealed clains. Since
appellant's esters and Ritter's esters are prepared under
different conditions, it is incunbent upon the exam ner to
establish that one of ordinary skill in the art would
reasonably expect the different reaction conditions to,

nevert hel ess, produce essentially the sane product. Since the
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exam ner has failed to do so on this record, we find that the
exam ner's position is lacking the requisite factual support
to shift to appellant the burden of proving that the reference
cured esters do not have the clainmed tensile strength.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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